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DETAILED ACTION 

Continued Examination Under 37 CFR 1,174 

1. A request for continued examination under 37 CFR 1.1 14, including the fee set forth in 37 CFR 1.17(e), was filed in 
f||ls application after final rejection. Since this application is efigibie for continued examination under 37 CFR 1,114, and 
the fee set forth in 37 CFR 1 .1 7(e) has been timely paid, the finality of the previous Office action has been withdrawn 
pursuant to 37 CFR 1.114. Applicant's submission filed on 05/23/201 1 has been entered. 

Response to Amendment 

2. This is in response to Applicant(s) arguments filed on 05/23/201 1 . 

« The following is the current status of claims: 

Claims 1-19, 57 and 65 have been cancelled, and claims 66-68 have been added. Thus, claims 50-56. 58- 
64 and 66-68 remain pending for examination, with claims 50, 58 and 66-68 being independent Claims 50, 
51 „ 53, 58. 59 and 61 have been amended, 

* Response to Remarks/Arguments: 

(1 ) Applicant's arguments, "The rejection under 35 U.S.C. § 1 12, first paragraph ||||th respect to claims 57 
and 65, page 12, Remarks, 05/23/201 1 , have been fully considered and are persuasive. In view of claim 
cancelation, the rejections of claims 57 and 65 under 35 U.S.C. § 1 12, first paragraph is withdrawn. 

(2) Applicant's arguments, "claim rejection", pages 12-15, Remarks, 05/23/201 1 , with respect to claim 50 
have been fully considered but are moot in view of the new ground(s) of rejection due to the amendments. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness rejections set forth in 
Office action: 

■;(£} A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 of this title, if the ; ■ 
differences between the subject matter sought to be patented and the prior art are such that the subject matter as a who!e would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall 

;|||||lj|loi : be 

4. Claims 50, 51 , 53-55, 58, 59. 61 -63 and 66-68 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kumon (US 5,208,902) in view of Yoshino (US 5.289,23$}.. 

(1) Regarding claim 50. 

Kumon discloses image forming apparatus comprising: a receiving unit (Printing Control Portion of Fig. 1) 
configured to receive, via a network, image data and recording medium size therefor (referring to Fig. 1, Printing 
Controi Portion A1 receives image data, which is transmitted from the Host System C, from Image Editing Unit |i| 
col 4, lines 20-33); 

Hljplurality of supply parts respectively configured to accommodate a plurality of recording mi|ll§ having different sizes 
(referring to Fig. 2, a plurality of paper trays, col 3, lines 27-32) A 
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a forming unit configured to form the image data received by the receiving unit on a substitute recording medium 
f|||rferring to Figs. 1 and 2, col 3, lines 118-26), accommodated in one of the plurality of supply parts and having a size 

different from the recording medium size received by the receiving unit, when the different sizes of the plurality of 
Illllill n 9 media accommodated in the plurality of supply parts do not include the recording medium size {referring to 

Fig* 2, paper supply path has paper si2e detection device, e»g M 45 and 46, col 3, lines 30-47, col 7, lines 38-59; 
lllgB. 8a-8b). 

Kumon does not teach that a reducing unit configured to reduce the image data when the size of the substitute 
recording medium is smaller than the recording medium size wherein the forming unit forms the image data on the 
|||bstitute recording medium having a first size that is predetermined with respect to the recording medium size, without 
|§|buction by the reducing unit, when the different sizes of the plurality of recording media accommodated in the plurality of 
supply parts do not include the recording medium size but include the first size; and wherein the forming unit forms the 
image data on the substitute recording medium having a second size that is larger than the first size and is predetermin|fj| 
with respect to the recording medium size, without reduction by the reducing unit, when the different sizes of the plurality 
of recording media accommodated in the plurality of supply parts do not include the recording medium size nor the first 
size but include the second size, 

Yoshino teaches that a reducing unit ( ft/la gnify/Reducing Unit) configured to reduce the image data when the size 
of the substitute recording medium is smaller than the recording medium size, wherein the forming unit forms the image 
data on the substitute recording medium having a first size that is predetermined (selected) with respect to the recordir§|| 
medium size (coi 2, lines 9-29), without reduction by the reducing unit (100% magnification is restored), when the 
different sizes of the plurality of recording media accommodated in the plurality of supply parts do not include the 
recording medium size but include the first size (col 11> lines 1-5, and as an example, see col 12, lines 37-52); and 
wherein the forming unit forms the image data on the substitute recording medium having a second size that is larger 
than the first size and is predetermined (different paper size/type are prioritized and stored in a memory, col 11, 
lines 24-43) with respect to the recording medium size, without reduction by the reducing unit, when the different sizes||| 
the plurality of recording media accommodated in the plurality of supply parts do not include the recording medium size 
nor the first size but include the second size (col 11, lines 1-5 and line 65 to col 12, line 6). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the invention to have modified 
Kumon to include "a reducing unit configured to reduce the image data when the size of the substitute recording medium 
is smaller than the recording medium size wherein the forming unit forms the image data on the substitute recording 
medium having a first size that is predetermined with respect to the recording medium size, without reduction by the 
reducing unit, when the different sizes of the plurality of recording media accommodated in the plurality of supply parts do 
not include the recording medium size but include the first size; and wherein the forming unit forms the image data on the 
substitute recording medium having a second size that is larger than the first size and is predetermined with respect to the 
fjipording medium size, without reduction by the reducing unit, when the different sizes of the plurality of recording media 
: accommodated in the plurality of supply parts do not include the recording medium size nor the first size but include the 
second size" as taught by Yoshino. The motivation for doing so would have been to enhance the image forming apparatus 
f||bt image forming operation will continue even the specified size of paper is exhausted as specified by Yoshino 
(Summary of the invention, Yoshino); and further it is easily implemented by one or other in the art with a predictable 



Application/Control Number; 10/768,023 
Art Unit: 2625 

|||bult. Therefore, it would have been obvious to combine Yoshino with Kumon to obtain the invention as specified in claf|§| 

lllllllllll 

(2) Regarding claim 51 , depending to claim 50, 

Kumon does not teach that wherein the forming unit forms the image data received by the receiving unit, without 
reduction by the reducing unit on the substitute recording medium having the first size that is a smaHest size amongst : : : 
the : plurality of recording media accommodated in the plurality of supply parts, when the different sizes of the plurality of 
recording media accommodated in the plurality of supply parts do not include the recording medium size. 

Yoshino teaches that wherein the forming unit forms the image data received by the receiving unit, without 
reduction by the reducing unit, on the substitute recording medium having the first size that is a smallest size amongst 
the plurality of recording media accommodated in the plurality of supply parts, when the different sizes of the plurality of 
recording media accommodated in the plurality of supply parts do not include the recording medium size (see the 
discussion in claim 50 above). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the invention to have modifi|f|f 
Kumon to include "the forming unit forms the image data received by the receiving unit, without reduction by the reducin||j 
unit, on the substitute recording medium having the first size that is a smallest size amongst the plurality of recording 
|§§edia accommodated in the plurality of supply||||fs, when the different sizes of the plurality of recording media 
accommodated in the plurality of supply parts do not include the recording medium size" as taught by Yoshino. The 
motivation for doing so would have been to enhance the image forming apparatus that image forming operation will 
continue even the specified size of paper is exhausted as specified by Yoshino (Summary of the invention, Yoshino); anil 
further it is easily implemented by one or other in the art with a predictable result. Therefore, it would have been obvious 
to combine Yoshino and Kumon to obtain the invention as specified in claim 50. 

(3) Regarding claim 53, depending to claim 50, 

Kumon does not teach that a storage unit configured to store a priority order of substitute recording medium sizes 
to be used when the different sizes of the plurality of recording media accommodated in the plurality of supply parts do 
not include the recording medium size received by the receiving unit. 

Yoshino teaches that a storage unit configured to store a priority order of substitute recording medium sizes to be 
used when the different sizes of the plurality of recording media accommodated in the plurality of supply parts do not 
include the recording medium size received by the receiving unit (see the discussion in claim 50 above). 

(4) Regarding claim 54, depending to claim 50. 

Kumon does not teach that a selecting unit configured to select one of forming the image data reduced by the 
reducing unit on the substitute recording medium based on the size of the substitute recording medium and forming the 
image data, received by the receiving unit on the substitute recording medium without reduction by the reduction unit. 

Yoshino teaches that a selecting unit (Fig. 2) configured to select one of forming the image data reduced by the 
reducing unit on the substitute recording medium based on the size of the substitute recording medium and forming the 
image data, received by the receiving unit on the substitute recording medium without reduction by the reduction unit (c|l§ 
5, lines 66 to col 6, tine 7 and coi 12, lines 1-6). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the invention to have modified 
Kumon to include "a selecting unit configured to select one of forming the image data reduced by the reducing unit on tf|||| 
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substitute recording medium based on the size of the substitute recording medium and forming the image data, received 
lilllillfeceiving unit on the substitute recording medium without reduction by the reduction unit" as taught by Yoshino. 

The motivation for doing so would have been to enhance the image forming apparatus that image forming operation will 
IHliUll even the specified size of paper is exhausted as specified by Yoshino (Summary of the invention, Yoshino); and 

further it is easily implemented by one or other in the art with a predictable result. Therefore, it would have been obvious 

to combine Yoshino and Kumon to obtain the invention as specified in claim 54. 

(5) Regarding claim 55, depending to claim 50, 

Kumon does not teach that a selecting unit configured to select one of forming the image data reduced by the 
llbucing unit on the substitute recording medium based on the size of the substitute recording medium and forming the 
■age data received by the receiving unit in parts on a plurality of substitute recording media without reduction by the 

reduction unit. 

Yoshino teaches that a selecting unit configured to select one of forming the image data reduced by the reducing 
unit on the substitute recording medium based llljhe size of the substitute recording medium and forming the image daj||| 
received by the receiving unit in parts on a plurality of substitute recording media without reduction by the reduction unit 
|§fee the discussion in claims 50 and 54 above). 

(6) Regarding claims 58. 59, 61 , 62, 63. 

Claims 58, 59, 61 62 and 63 are directed to an image forming method of claim 58 and recite identical features as 
: claims 50, 51 , 53. 54 and 55. Thus, claims 58, 59. 61 62 and 63 are rejected for the same reasons discussed in these 
claims above, 

(7) • flegarding claim 68. 

Kumon discloses an image forming system connectable to a network, comprising: 
a receiving unit configured to receive, via the network, image data and recording medium size therefor (discussed in 
claim BO above); 

a plurality of supply parts respectively configured to accommodate a plurality of recording media having different sizes 
|||lscussed in claim 50 above); a forming unit, coupled to the receiving unit (referring to Fig. 1, Printing Control Portt|§j| 
|||cerving image data from Image Editing Unit and Printing Portion processes image forming operation), 

configured to form the image data received by the receiving unit on a substitute recording medium, accommodated in one 
lllthe plurality of supply parts and having a size different from the recording medium size received by the receiving unit : : 
|p|scussed in claim 50 above), when the different sizes of the plurality of recording media accommodated in the plurality of 
supply parts do not include the recording medium size (discussed in claim 50 above)|||||||||||| 

Kumon does not teach that a reducing unit, coupled to the receiving unit configured to reduce the image data whil| 
the size of the substitute recording medium is smaller than the recording medium size, wherein the forming unit forms the 
image data on the substitute recording medium having a first size that is predetermined with respect to the recording 
medium size, without reduction by the reducing unit, when the different sizes of the plurality of recording media 
accommodated in the plurality of supply parts do not include the recording medium size but include the first size, and 
wherein the forming unit forms the image data on the substitute recording medium having a second size that is larger 
than the first size and is predetermined with respect to the recording medium size, without reduction by the reducing unfe 
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when the different sizes of the plurality of recording media accommodated in the plurality of supply parts do not include 
the recording medium size nor the first size but include the second size, 

Yoshino teaches that a reducing unit coupled to the receiving unit configured to reduce the image data when the 
| size of the substitute recording medium is smaller than the recording medium size, wherein the forming unit forms the ||§ 
image data on the substitute recording medium having a first size that is predetermined with respect to the recording 
medium size, without reduction by the reducing unit when the different sizes of the plurality of recording media 
accommodated in the plurality of supply parts do not include the recording medium size but include the first size, and 
wherein the forming unit forms the image data on the su&Sl&ute recording medium having a^eond size that is larger 
than the first size and is predetermined with respect to the recording medium size, without reduction by the reducing unit, 
Iff hen the different sizes of the plurality of recording media accommodated in the plurality of supply parts do not include 
the recording medium size nor the first size but include the second size (see the discussion in claim 50 above). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the invention to have modified 
Kumon to include "a reducing unit configured to reduce the image data when the size of the substitute recording medium 
is smaller than the recording medium size wherein the forming unit forms the image data on the substitute recording 
medium having a first size that is predetermined with respect to the recording medium size, without reduction by the 
reducing unit, when the different sizes of the plurality of recording media accommodated in the plurality of supply parts do 
not include the recording medium size but include the first size; and wherein the forming unit forms the image data on the 
substitute recording medium having a second size that is larger than the first size and is predetermined with respect to the 
recording medium size, without reduction by the reducing unit, when the different sizes of the plurality of recording media 
accommodated in the plurality of supply parts do not include the recording medium size nor the first size but include the 
second size" as taught by Yoshino. The motivation for doing so would have been to enhance the image forming apparatus 
that image forming operation will continue even the specified size of paper is exhausted as specified by Yoshino 
(Summary of the invention, Yoshino); and further it is easily implemented by one or other in the art with a predictable 
result Therefore, it would have been obvious to combine Yoshino with Kumon to obtain the invention as specified in claim: 

|8} Regarding claims 66 and 67. 

Claims 66 and 67 are directed to an image forming method and a non-transitory computer-readable recording 
medium, Respectively. Claims 66 and 67 recite identical features as claims 50 and 68. Thus, claims 66 and 67 are 
rejected for the same reasons discussed in claims 50 and 68 above. 

5.:|||||plaims 52 and 62 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kumon (US 5,208,902) in view 
of Yoshino (US 5,289,236) as applied to claims 50 and 58 above, and further in view of tshikura et al (US RE37,812). 
Regarding claim 52, in accordance with claim 50. 

Kumon does not explicitly teach wherein one of the plurality of recording media having a size B4 is used as the 
substitute recording medium when the recording medium size received by the receiving unit is a size A4, a recording 
medium having the size A4 is unavailable, and one of the plurality of recording media having a size larger than the size A4 
is to be used as the substitute recording medium, one of the plurality of recording media having a size A3 is used as the 
substitute recording medium when a recording medium having the size B4 is unavailable, and the forming unit forms the 
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image data received by the receiving unit, without reduction by the reducing unit, on the substitute recording medium 

having the B4 size or the A3 size. 

Ishikura teaches that one of the plurality of recording media having a size B4 is used as the substitute recording 

medium when the recording medium size received by the receiving unit is a size A4, a recording medium having the size 

A4 is unavailable, and one of the plurality of recording media having a size larger than the size A4 is to be used as the 

substitute recording medium, one of the plurality of recording media having a size A3 is used as the substitute recording 

medium when a recording medium having the size B4 is unavailable, and the forming unit forms the image data received 

by the receiving unit, without reduction by the reducing unit, on the substitute recording medium having the B4 size or the : 
size (sheet size of B4 is used for A4 size of original, col 10, lines 43-45), 

Having an image forming apparatus of Kumon reference and then given the well-established teaching of de 
|j|fnikura reference, it would have been obvious to one having ordinary skill in the art at the time the invention was made to 

modify Kumon reference by applying the known technique of "one of the plurality of recording media having a size B4 is 
filed as the substitute recording medium when the recording medium size received by the receiving unit is a size A4, a 

recording medium having the size A4 is unavailable, and one of the plurality of recording media having a size larger than 
||je size A4 is to be used as the substitute recording medium, one of the plurality of recording media having a size A3 is 

used as the substitute recording medium when a recording medium having the size B4 is unavailable, and the forming unit 
ij|||ms the image data received by the receiving unit, without reduction by the reducing unit, on the substitute recording 

medium having the B4 size or the A3 size" as taught by Ishikura reference. The motivation for doing so would have been 
llll improve the image reproduction throughput and thus to improve the productivity by using substitute paper with close 

size when the designated paper size unavailable without hampering print jobs requested by other users, and further the 
fifed osure provided could easily be established for one another with predictable results, 

{10} Regarding claim 60, depending to claim 58, 

Claim 60 recites identical features as claim 52 and is rejected for the same reason discussed in claim 52 above. 

6. Claims 56 and 64 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kumon (US 5,208,902) in view 
of Yoshino (US 5,289,236) as applied to claims 51 and 59 above, and further in view of Okada et al (US 6,61 1 ,347) 
(11) Regarding claim 56, depending to claim 51 > 

Kumon does not teach that wherein the forming unit forms the image data received by the receiving unit at a 
predetermined position on the substitute recording medium. 

Okada discloses wherein the forming unit forms the image data received by the receiving unit at a predetermined 
position on the substitute recording medium (referring to Fig. 10, Steps 4, and 6-9, blJiSp im^|ji|ls developed prior 
to form image data on the recording paper, col 12, tines 20-29 and line 45-53). 

Having an image forming apparatus of Kumon reference ar||||en given the well-established teaching of de Okadjj|§ 
!§|ference, I would have been obvious to one having ordinary skill in the art at the time the invention was made to modify 
Kumon reference by applying the known technique of | wherein the forming unit forms the image data received by the 
receiving unit at a predetermined position on the subs§j|||§ recording medium " as taught by Okada reference. The 
i|||btivation for doing so would have been to enhance the image forming apparatus in order to match the paper size used 
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||| specified by Okada (col 12, lines 20-25). and further the disclosure provided could easily be established for one 
another with predictable results. 
(1 2) Regarding claim 64, depending to claim 59, 

Claim 64 recites identical features as claim 51 and therefore is rejected for the same reasons discussed in claim 51 

|||tjbove. 

CONTACT INFORMATION 

|j Any inquiry concerning this communication or earlier communications from the examiner should be directed to 
Steven Kau whose telephone number is 571-270-1 120 and fax number is 571-270-2120. The examiner can normally be 
iliac hed on M-F. 8:30am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, David Moore can be 
reached on 571-272-7437, The fax phone number for the organization where this application or proceeding is assigned is 
571 -273-830Q:ii!j||||j 

Information regarding the status of an application may be obtained from the Patent Application Information 
Retrieval (PAIR) system. Status information for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through Private PAIR only. For more information about 
the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
|§|ntact the J|||i||inic Business Center (EBC) at 866-21 7-9197 (toll-free). 

/STEVEN KAU/ 
Examiner, Art Unit 2625 
August 7, 201 1 



